
SEVENTH CAUSE OF ACTION

(Unfair Competition And Trade Secret Misappropriation Under Lanham Act 

44(b) and (i))

(By TSMC-NA and WaferTech Against SMIC Ltd.

80.

8!.

Paragraphs 1-79 above are incorporated herein by reference.

The United States and the People s Republic of China are parties to the Paris

Convention for the Protection of Industrial Property (Stockholm 1967) ("Paris Convention

which is a convention or treaty relating to trademarks, trade or commercial names, and the

repression of unfair competition.

The United States and the People s Republic of China are signatories to the82.

Memorandum of Understanding Between the Government of the United States of America and

the Government of the People s Republic of China on the Protection ofthe Intellectual Property

(1992), in which the PRC acknowledged that unfair competition under the Paris Convention

encompassed trade secret misappropriation.

83. Plaintiffs TSMC-NA and WaferTech are citizens of the United States entitled

under Section 44(i), 15 D. C. 91126(i) to the benefits described in Section 44(b) ofthe Lanham

Act, 15 U. C. 9 1126(b).

84. The country of origin ofSMIC Ltd. is the People s Republic of China, and thus

SMIC Ltd. is a person described in Section 44(b) of the Lanham Act, 15 US.C. 9 1126(b).

By its actions as set forth above, SMIC Ltd. has injured and is injuring TSMC-85.

and WaferTech by intentionally engaging in acts of unfair competition contrary to honest

practices in industrial or commercial matters, including by acquiring, using, and disclosing trade

secrets without the consent ofTSMC-NA and WaferTech in a manner contrary to honest

commercial practices.

86. As a proximate result ofSMIC Ltd.'s acts of unfair competition , TSMC-NA and

WaferTech have suffered or will suffer damages in an amount to be determined at trial.

87. TSMC-NA and WaferTech are entitled under Sections 44(b) and (i) of the

Lanham Act, 15 V. C. 9~ 1126(b) and (i), to all remedies available under the California
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Uniform Trade Secret Act, the California Bus. & Prof. Code 9 17200 et. seq. and common law

unfair competition.

TSMC-NA and WaferTech are further entitled to the remedies provided under the88.

Lanham Act for infringement of marks, insofar as they may be appropriate to repress SMIC

Ltd. s acts of unfair competition, including, without limitation recovery of SMIC Ltd. s profits

any damages sustained by TSMC-NA or WaferTech, treble damages, injunctive relief, and costs.

This is an exceptional case, such that SMIC is also liable for attorneys fees.

EIGHTH CAUSE OF ACTION

(Unfair Competition Under CaI. Bus. & Prof. Code ~ 17200 et seq.

(By all Plaintiffs Against Both Defendants)

Paragraphs 1-88 above are incorporated herein by reference.89.

90. As alleged above, Defendants have wrongfully misappropriated, conspired to

misappropriate, and have attempted wrongfully to misappropriate, Plaintiffs ' trade secrets in

violation of the Uniform Trade Secrets Act, California Civil Code Sections 3426 et seq.

Defendants have further violated and conspired to violate the Federal Economic Espionage Act

of 1996, 18 u.s.C. 9 1832, which makes it a crime to steal trade secrets. With respect to section

1832, acts in furtherance of the offense were committed by Defendants in the United States.

91. By violating and by conspiring to violate both California Civil Code Sections

3426 et seq. 18 U. C. 9 1832 , and the Lanham Act, 99 44(b) and (i), Defendants have engaged

in unlawful, unfair, and/or fraudulent business practices within the meaning of California

Business and Professions Code Section 17200.

92. The natural, probable, and foreseeable result ofSMIC' s conduct has been and will

continue to be to injure Plaintiffs ' businesses, to impose substantial expenses on Plaintiffs to

counteract that conduct, and to injure and damage Plaintiffs in other ways.

93. Defendants have used this unfair business practice to their advantage, taking

customers and substantial lucrative contracts away from Plaintiffs , and causing substantial price

erosion as to other TSMC products and sales. Defendants have unfairly profited, and will

continue to unfairly benefit, as a resu.lt of these acts of unfair competition.

COMPLAINT; DEMAND FOR JURY TRIAL
CASE NO.

Case 3:03-cv-05761-MMC   Document 1-1   Filed 12/19/03   Page 2 of 24



94. Unless restrained and enjoined, Defendants will continue irreparably. to harm

Plaintiffs. Plaintiffs have no adequate remedy at law, and money damages cannot fully

compensate them for the injury to their business. Plaintiffs are thus entitled to injunctive relief

prohibiting Defendants from disclosing or continuing to use Plaintiffs ' proprietary trade-secrets

to further its competing enterprise.

PRAYER FOR RELIEF

TSMC respectfully requests the following relief:

A judgment that SMIC has infringed the asserted patents;

Damages for SMIC's willful infringement of the asserted patents , including treble

damages , interest, and costs;

A permanent injunction against SMIC' s infringement of the asserted patents;

Preliminary and permanent injunctive relief pursuant to which SMIC and SMIC

Americas, and their employees, or representatives, and all persons acting in

concert or participating with them are commanded, enjoined, or restrained

directly or indirectly, by any means whatsoever, as follows:

From incorporating into , or using Plaintiffs ' trade secrets and other
proprietary information to manufacture, offer to sell, or sell products or
services incorporating, using, or made using Plaintiffs ' trade secrets , or to
disclose Plaintiffs ' trade secrets and proprietary information;

Immediately to preserve and return to Plaintiffs or to this Court (i) all
information, including trade secret and other confidential or proprietary
information improperly acquired from Plaintiffs; (ii) all materials (in
paper, electronic, or any other form) containing any, or derived from, such
trade secrets or other confidential or proprietary information; and (iii) all
copies of such materials; and 

To turn over to the Court any proceeds they have received from the
misappropriation of Plaintiffs ' trade secrets , to be held in constructive
trust until the conclusion of this litigation;

General damages, restitution and/or disgorgement arising from SMIC's trade-

secret misappropriation , along with lost interest thereon, as well as doubled
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damages, according to proof;

Attorney s fees and costs, based upon a finding that this is either an exceptional

case under 35 u.S.c. 9 285 , or 15 U. C. 9 1117(a)(3); and/or that SMIC has

engaged in willful and malicious misappropriation of Plaintiffs ' trade secrets

under Cal. Civ. Code 9 3426.4;

Costs of court; and

All such other relief that the court deems just and proper.

Dated: December~, 2003 KEKER & V AN NEST, LLP

By: ~i~~
JEFFRE . HANIN
BRIAN L. FERRALL
Attorneys for Plaintiffs
TAIWAN SEMICONDUCTOR
MANUFACTURING COMPANY, LTD.
W AFERTECH and TSMC NORTH
AMERICA
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. 14

DEMAND FOR JURY TRIAL

Under Rule 38(b) of the Federal Rules of Civil Procedure and Local Rule 3-6 of the

United States District Court for the Northern District of California, Plaintiffs hereby demand a

trial by jury of all issues properly triable by jury.

Dated: December \C\ 2003 KEKER & V AN NEST, LLP

.Q. k--..
JEFFRE R. CHANIN
BRIAN L. FERRALL
Attorneys for Plaintiffs
T AIW AN SEMICONDUCTOR
MANUFACTURING COMPANY, LTD.
WAFERTECH and TSMCNORTH
AMERICA

By:
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CERTIFICATION OF INTERESTED ENTITIES OR PERSONS

Pursuant to Civil LR. 3- , the undersigned certifies that the following listed persons

associations of persons, firms, partnerships, corporations (including parent corporations) or other

entities (i) have a financial interest in the subject matter in controversy or in a party to the

proceeding, or (ii) have a non-financial interest in that subject matter or in a party that could be

substantially affected by the outcome ofthis proceeding:

Development Fund of the Executive Yuan

KoninklijkevPhilips Electronics N.

Global UniChip Corp.

Systems on Silicon Manufacturing Co. , Pte. Ltd.

Vanguard International Semiconductor Corp.

TSMC Japan K.

TSMC International Investments, Ltd.

TSMC Technology, Inc.

TSMC Development, Inc.

TSMC Europe B.V.

TSMC Partners, Ltd.

19 Dated: December 11, 2003 KEKER & V AN NEST, LLP

2) 
BRIAN L FERRALL

Attorneys for Plaintiffs
TAIWAN SEMICONDUCTOR
MANUFACTURING COMPANY, LTD.
WAFERTECH and TSMCNORTH
AMERICA

By:
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